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Opinion by Lykos, Administrative Trademark Judge: 

Jessica Lanning (“Applicant”) seeks to register on the Principal Register the 

standard character mark VERIFY HIM for “Downloadable computer application 

software for mobile phones, namely, software for verification and safety purposes for 

women meeting with men they don’t know” in International Class 9.1 

                                            
1 Application Serial No. 88372554, filed April 5, 2019, under Section 1(b) of the Trademark 

Act, 15 U.S.C. § 1051(b), alleging a bona fide intent to use the mark in commerce. The mark 

appears on the drawing page as “Verify Him” but this does not change the nature of the mark 

from a standard character mark to a special form mark. See In re Calphalon Corp., 122 

USPQ2d 1153 n.1 (TTAB 2017) (citing In re Star Belly Stitcher, Inc., 107 USPQ2d 2059 n.1 
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Verify Him, LLC (“Opposer”) opposes registration of Applicant’s mark on the 

grounds of: (1) likelihood of confusion under Section 2(d) of the Trademark Act, 15 

U.S.C. § 1052(d), based on Opposer’s alleged prior common law rights in the mark 

VERIFY HIM; (2) fraud based on allegedly false statements made before the USPTO 

that Applicant is the owner of her applied-for mark; and (3) improper use of the 

federal trademark registration symbol. In the Notice of Opposition, Opposer pleads 

common law use of the mark VERIFY HIM in connection with “a software service 

that helps women verify the trustworthiness of the men they meet since at least as 

early as July 11, 2012.”2  

In her Answer, Applicant denies the salient allegations in the Notice of 

Opposition, and asserts “Amplifications” which in fact are affirmative defenses, that 

“Opposer’s mark has never been used in the United States” and “Opposer’s mark is 

not used as a trademark.”3 Since none of these affirmative defenses were pursued at 

                                            
(TTAB 2013)). Our reference to the mark in all uppercase letters reflects the fact that a term 

registered as a mark in “standard character” form is not limited to any particular font style, 

size, or color.  

 Citations to the record are by entry and page number to TTABVUE, the Board’s online 

docketing information and file database. See, e.g., Turdin v. Trilobite, Ltd., 109 USPQ2d 

1473, 1476 n.6 (TTAB 2014). Portions of the record have been designated confidential. The 

citations to the record refer to the redacted, publicly available versions of each submission. 

2 Notice of Opposition, ¶ 10; 1 TTABVUE 4. Opposer attached exhibits to its Notice of 

Opposition. None of these materials are of record for trial purposes. See Trademark Rule 

2.122(c), 37 C.F.R. § 2.122(c) (“Except as provided in paragraph (d)(1) of this section 

[regarding pleaded registrations], an exhibit attached to a pleading is not evidence on behalf 

of the party to whose pleading the exhibit is attached[.]”); see also Trademark Rule 2.123(k), 

37 C.F.R. § 2.123(k) (evidence not obtained and filed in compliance with the rules of practice 

governing inter partes proceedings before the Board will not be considered).  

3 Answer, Amplifications ¶¶ 19 and 20; 14 TTABVUE 3. Applicant does however assert as a 

mere amplification of her denials that her goods or services are “radically different” from 

Opposer’s. Id. at ¶ 21.  
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trial, they are deemed waived. See Peterson v. Awshucks SC, LLC, 2020 USPQ2d 

11526, at *1 n.3 (TTAB 2020) (various affirmative defenses deemed waived because 

no evidence or argument presented at trial). 

Applicant submitted no testimony or evidence during trial and did not file a brief. 

Nonetheless, Opposer, as plaintiff in this proceeding, bears the burden of establishing 

its entitlement to a statutory cause of action and claims by a preponderance of the 

evidence. See Jansen Enters. Inc. v. Rind, 85 USPQ2d 1104, 1107 (TTAB 2007).  

 For the reasons explained below, we sustain the opposition. 

I. The Record 

The record includes the pleadings, and pursuant to Trademark Rule 2.122(b), 

37 C.F.R. § 2.122(b), Applicant’s application file. Opposer introduced the testimony 

declaration of one of its corporate representatives4 with exhibits attached thereto (26-

28 TTABVUE – public version; 22-25 TTABVUE – confidential version). Opposer also 

submitted under multiple notices of reliance evidence such as printouts from the 

parties’ Internet websites and advertisements on YouTube; Applicant’s Supplemental 

Responses to Opposer’s First Set of Request for Admissions;5 and the parties’ website 

                                            
4 The identity and position of Opposer’s only testimony witness has been designated 

confidential.  

5 During the interlocutory phase of this case, Applicant was ordered to serve amended 

responses to Opposer’s Request for Admission Nos. 1-5, 9-13, and 38 and Opposer’s Request 

for Production Nos. 1-22 and 24-39. See Board Order dated February 23, 2021; 21 TTABVUE 

12. See also Opposer’s Amended Combined Motion to Compel and Test the Sufficiency of 

Responses to Admission Requests dated November 4, 2020; 17 TTABVUE. 
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titles, descriptions, and key words and source codes (29-32 and 34-37 TTABVUE).6 

II. Entitlement to a Statutory Cause of Action  

An opposer in an inter partes case must prove entitlement to a statutory cause of 

action. Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 

1058, 1062 (Fed. Cir. 2014), cert. denied, 135 S. Ct. 1401 (2015). Section 13 of the 

Trademark Act, 15 U.S.C. § 1063(a) states:  

Any person who believes that he would be damaged by the 

registration of a mark upon the principal register, 

including the registration of any mark which would be 

likely to cause dilution by blurring or dilution by 

tarnishment under section 1125(c) of this title, may, upon 

payment of the prescribed fee, file an opposition in the 

Patent and Trademark Office, stating the grounds 

therefor, within thirty days after the publication under 

subsection (a) of section 1062 of this title of the mark 

sought to be registered. 

To establish entitlement to a statutory cause of action under Section 13 of the 

Trademark Act, Opposer must demonstrate: (1) that its claims are within the zone of 

interests protected by the statute (i.e., has a “real interest” in the outcome of the 

proceeding); and (2) damage proximately caused by registration (i.e., a reasonable 

basis for its belief in damage). See Meenaxi Enter., Inc. v. Coca-Cola Co., 2022 

USPQ2d 602, at *2 (Fed. Cir. 2022) (citing Lexmark Int’l, Inc. v. Static Control 

Components, Inc., 572 U.S. 118, 129, 132 (2014)); Corcamore, LLC v. SFM, LLC, 978 

F.3d 1298, 2020 USPQ2d 11277, at *4-8 (Fed. Cir. 2020); Australian Therapeutic 

Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d 1370, 2020 USPQ2d 10837, at *3 (Fed. 

                                            
6 Opposer submitted duplicate materials under more than one notice of reliance. For future 

reference, Opposer is advised to submit only a single copy under a single notice of reliance.  
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Cir. 2020); Empresa, 111 USPQ2d 1162; see also Ritchie v. Simpson, 170 F.3d 1092, 

50 USPQ2d 1023, 1025-26 (Fed. Cir. 1999) (defining a “real interest” as a “direct and 

personal stake” in the outcome of the proceeding). 

As discussed in more detail below, Opposer’s witness, through his declaration 

testimony and related exhibits has established common law rights in and use of the 

trademark “VerifyHim” in connection with both a downloadable app and software 

service targeted to women who wish to screen men.7 See Giersch v. Scripps Networks 

Inc., 90 USPQ2d 1020, 1022 (TTAB 2009) (common-law use sufficient to establish 

standing). Based on this evidence, we find Opposer has a reasonable belief of damage 

that would be proximately caused by registration of Applicant’s applied-for mark for 

the goods identified therein. The opposition therefore falls within the zone of 

Opposer’s interests protected by Section 13 of the Trademark Act.  

III. Section 2(d) Claim 

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), prohibits the registration 

of a mark that 

[c]onsists of or comprises a mark which so resembles a 

mark registered in the Patent and Trademark Office, or a 

mark or trade name previously used in the United States 

by another and not abandoned, as to be likely, when used 

on or in connection with the goods of the applicant, to cause 

confusion, or to cause mistake, or to deceive. 

We analyze each element of this claim, priority and likelihood of confusion, below. 

                                            
7 26-28 TTABVUE. 
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 Priority 

To prevail on a likelihood of confusion claim, a party must first prove that it owns 

“a mark registered in the Patent and Trademark Office or a mark or trade name 

previously used in the United States … and not abandoned ….” Trademark Act 

Section 2(d), 15 U.S.C. § 1052(d). As noted above, Opposer has not pleaded ownership 

of a federal registration; rather Opposer relies upon prior common law rights in and 

use of the VERIFY HIM mark in connection with “a software service that helps 

women verify the trustworthiness of the men they meet, since at least as early as 

July 11, 2012.”8 

The involved application was filed under Section 1(b). Applicant failed to present 

any evidence at trial to establish any date of actual use of her applied-for mark for 

the goods as set forth in his application. However, she may rely on the application’s 

April 5, 2019 filing date as her constructive use date, contingent upon registration. 

See Syngenta Crop Protection, Inc. v. Bio-Chek, LLC, 90 USPQ2d 1112, 1119 (TTAB 

2009). Therefore, Opposer must demonstrate ownership and common law rights in 

its pleaded common law VERIFY HIM mark prior to this date by a preponderance of 

the evidence. See Giersch v. Scripps, 90 USPQ2d at 1023. See also Otto Roth & Co. v. 

Universal Foods Corp., 640 F.2d 1317, 209 USPQ 40, 43 (CCPA 1981). See also 

Embarcadero Techs., Inc. v. RStudio, Inc., 105 USPQ2d 1825, 1834 (TTAB 2013) 

(citing Hydro-Dynamics Inc. v. George Putnam & Co. Inc., 811 F.2d 1470, 1 USPQ2d 

1772, 1773 (Fed. Cir. 1987)).  

                                            
8 Notice of Opposition, ¶ 10; 1 TTABVUE 4. 
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Opposer’s witness states to have “personal knowledge of Opposer’s prior use 

claims to the mark VERIFY HIM, and the Opposer’s trademark dispute with 

Applicant Jessica Lanning.”9 Based on this averment, we find that Opposer’s witness 

has the necessary personal knowledge and foundation to testify as to the subjects set 

forth in the testimony declaration. According to the declaration testimony:  

Opposer has treated the term VERIFY HIM as a brand 

identifier for a software service that helps women verify 

the trustworthiness of the men they meet, since at least as 

early as November 13, 2010. Exhibits 3-6 comprise 

webpage captures from the Internet Archive Wayback 

Machine representative of the Opposer’s continuous use of 

the VERIFY HIM mark as a brand identifier for this 

verification software service. I am familiar with each of 

Exhibits 3-6 and know that their contents are 

authentic and accurate for each displayed archive 

date and access date.10  

Emphasis added. The witness has therefore laid the proper foundation to 

authenticate the WayBack excerpts based on his personal knowledge, meaning that 

Exhibits 3-6 to the testimony declaration do not constitute hearsay and can be relied 

upon to prove priority. Compare Coca-Cola Co. v. Meenaxi Enterprise, Inc., 2021 

USPQ2d 709, at *11 (TTAB 2021) (without accompanying testimony, Wayback 

Machine evidence generally is admissible only for what it shows on its face), reversed 

on other grounds, Meenaxi Enter., Inc. v. Coca-Cola Co., 38 F.4th 1067, 2022 USPQ2d 

602 (Fed. Cir. 2022); WeaponX Performance Prods. Ltd. v. Weapon X Motorsports, 

                                            
9 Opposer’s Testimony Declaration ¶ 1; 26 TTTABUVE 3. The testimony declaration 

incorrectly states that the witness is the designated corporate representative under Fed. R. 

Civ. 30(b)(6). This designation is reserved for discovery depositions.  

10 Id. at ¶ 5; 26 TTABVUE 4. 
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Inc., 126 USPQ2d 1034, 1041 (TTAB 2018) (webpages submitted under notice of 

reliance generally cannot be used to demonstrate priority without corroborating 

testimony). The exhibits bearing dates after Applicant’s constructive use date are not 

relevant. The best illustrations of Opposer’s use of its pleaded mark VERIFY HIM 

prior to Applicant’s constructive use date are Exhibits 4 and 5 dated April 22, 2018, 

where the mark “VeryifyHim” appears in the context of the phrase “VerifyHim might 

save your life from stalkers.”.11 

                                            
11 Id. at Exhibits 4 and 5; 26 TTABVUE 16-19. The red boxes appear in the original exhibits. 

The arrows were added by the Board.  
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Opposer’s witness further testified that Opposer offers “products or services that 

enable women to assess the safety of strangers” and that “Opposer has used the Mark 

exclusively and continuously nationwide for approximately 10 years, the Mark has 
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benefitted from unsolicited media attention, Opposer has used the mark while 

providing relevant industry seminars and presentations, and subscriptions to 

software bearing the Mark have spread considerably within the Opposer’s 

target demographic” (emphasis added).12 Applicant elected not to take oral cross-

examination of Opposer’s sole witness. Cf. Powermatics, Inc. v. Globe Roofing Prods. 

Co., 341 F.2d 127, 144 USPQ 430, 432 (CCPA 1965) (“Oral testimony, if sufficiently 

probative, is normally satisfactory to establish priority of use in a trademark 

proceeding”); Nat’l Bank Book Co. v. Leather Crafted Prods., Inc., 218 USPQ 826, 828 

(TTAB 1993) (oral testimony may be sufficient to prove the first use of a party’s mark 

when it is based on personal knowledge, it is clear and convincing, and it has not be 

contradicted). We therefore find that Opposer, through its unchallenged testimony 

and documentary evidence, has established prior proprietary rights in the mark 

“VerifyHim”13 in connection with the pleaded services of “a software service that helps 

women verify the trustworthiness of the men they meet” and software products prior 

to Applicant’s constructive date of first use.  

 Likelihood of Confusion 

Having established Opposer’s priority, the remaining issue is likelihood of 

confusion. Our determination under Section 2(d) is based on an analysis of all of the 

probative evidence of record bearing on a likelihood of confusion. In re E. I. du Pont 

                                            
12 Id. at ¶¶ 6 and 9; 26 TTABVUE 4. 

13 As used, Opposer’s mark is “VerifyHim” without a space between the two words. This is a 

legally insignificant distinction from the pleaded mark VERIFY HIM.  
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de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973) (“DuPont”). See 

also In re Majestic Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 

2003). We must consider each DuPont factor for which there is evidence and 

argument. See, e.g., In re Guild Mortg. Co., 912 F.3d 1376, 129 USPQ2d 1160, 1162-

63 (Fed. Cir. 2019). When analyzing these factors, the overriding concern is not only 

to prevent buyer confusion as to the source of the goods or services, but also to protect 

the prior user from adverse commercial impact due to use of a similar mark by a 

newcomer. In re Shell Oil Co., 992 F.2d 1204, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).  

In any likelihood of confusion analysis, two key considerations are the similarities 

between the marks and the similarities between the goods and services. See In re 

Chatam Int’l Inc., 380 F.3d 1340, 71 USPQ2d 1944, 1945-46 (Fed. Cir. 2004); 

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 

(CCPA 1976) (“The fundamental inquiry mandated by § 2(d) goes to the cumulative 

effect of differences in the essential characteristics of the goods and differences in the 

marks.”). These factors, and other DuPont factors as raised by the parties, are 

discussed below.  

 1. The Similarity of the Marks 

We consider “the similarity or dissimilarity of the marks in their entireties as to 

appearance, sound, connotation and commercial impression.” Palm Bay Imps. Inc. v. 

Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689 

(Fed. 2005) (quoting du Pont, 177 USPQ at 567). “Similarity in any one of these 

elements may be sufficient to find the marks confusingly similar.” In re Inn at St. 

John’s, LLC, 126 USPQ2d 1742, 1746 (TTAB 2018) (citing In re Davia, 110 USPQ2d, 
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1810, 1812 (TTAB 2014)), aff’d mem., (Fed. Cir. Sept. 13, 2019). Accord Krim-Ko Corp. 

v. Coca-Cola Bottling Co., 390 F.2d 728, 156 USPQ 523, 526 (CCPA 1968) (“It is 

sufficient if the similarity in either form, spelling or sound alone is likely to cause 

confusion.”) (citation omitted).  

Opposer argues that its standard character mark VERIFY HIM is identical to 

Applicant’s applied-for standard character mark VERIFY HIM.14 To be clear, there 

is no such thing as a common law standard character mark. “Standard characters” is 

an Office term which categorizes the form of the drawing of a mark in federal 

applications or registrations. See Trademark Rule 2.52, 37 C.F.R. § 2.52; see also 

TRADEMARK MANUAL OF EXAMINING PROCEDURE (“TMEP”) § 807 (July 2022). For 

registration purposes, two forms of drawings exist: “special form drawings,” which 

show an illustrated rendering of the mark and “standard character drawings,” 

formerly referred to as “typed,” and which reflect no limitation to form. See TMEP 

§§ 807.01 et seq and 807.03(i), respectively. By contrast, marks based on common law 

rights are defined by their actual use.  

As noted above, Opposer’s common law mark is used in the form “VerifyHim” 

with initial caps. Applicant, could in theory, also use her mark in this same format 

because she has applied to register her mark in standard character format. Although 

the applied-for mark includes a space between the words VERIFY and HIM while 

Opposer’s common law mark does not, we find that consumers are unlikely to notice 

that minor distinction. See, e.g., See e.g. Stockpot, Inc. v. Stock Pot Rest., Inc., 220 

                                            
14 Opposer’s Brief, p. 11; 38 TTABVUE 14. 
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USPQ 52, 54 (TTAB 1983), aff’d, 737 F.2d 1576 , 222 USPQ 665 (Fed. Cir. 1984) 

(finding STOCKPOT and STOCK POT confusingly similar); In re Best Western 

Family Steak House, Inc., 222 USPQ 827, 827 (TTAB 1984) (BEEFMASTER and 

BEEF MASTER found “practically identical”).Applicant has also admitted that her 

mark and “Opposer’s VERIFY HIM marks are identical in appearance, sound, 

connotation, or commercial impression.”15  

In light of the above, we find that the marks are identical in sound, connotation 

and commercial impression, and virtually identical in appearance. Accordingly, the 

first DuPont factor weighs heavily in favor of finding a likelihood of confusion.  

2. The Similarity of the Goods/Services  

Applicant’s goods are defined by the language recited in the application. See In 

re Detroit Athletic Co., 903 F.3d 1297, 128 USPQ2d 1047, 1052 (Fed. Cir. 2018); Stone 

Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d 1157, 

1162 (Fed. Cir. 2014); see also Octocom Sys. Inc. v. Houston Computers Servs. Inc., 

918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990). Opposer’s common law rights 

are limited to the actual goods or services for which it actually uses its mark. 

As noted above, Applicant seeks to register her mark for “Downloadable computer 

application software for mobile phones, namely, software for verification and safety 

purposes for women meeting with men they don’t know.” Thus Applicant’s goods 

consists solely of a downloadable app for use with mobile phones for the particular 

                                            
15 Opposer’s Second Notice of Reliance, Applicant’s Amended Response to Opposer’s Request 

for Admission No. 1; 30 TTABVUE 5. 
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function described in the identification. Opposer’s witness testified that, as is typical 

in the industry, Opposer’s software may be downloaded as an app or offered as a 

software service via its website, and that both serve the same function of enabling 

women to asses the safety and trustworthiness of men that they encounter.16 

Applicant also admits that “the nature” of the parties respective goods and services 

“is similar.”17 Accordingly, we find that Applicant’s downloadable mobile phone app 

and Opposer’s software, (whether offered as a downloadable app or as a software 

service) perform the same function. This second DuPont factor also weighs heavily in 

favor of finding a likelihood of confusion. 

3. The Established, Likely-to-Continue Channels of Trade and 

Classes of Consumers 

We first look to how the trade channels are delineated, if at all, in the application. 

See Stone Lion, 110 USPQ2d at 1161; see also Octocom, 16 USPQ2d at 1787. 

According to the identification of goods, Applicant’s software is offered via a 

“[d]ownloadable computer application software for mobile phones …” As such, 

Applicant’s trade channels are expressly limited to those where consumers can 

download computer software applications or “apps” such as Google’s Play Store or 

Apple’s App Store.18  

                                            
16 Opposer’s Witness Declaration ¶¶ 5 and 9; 26 TTABVUE 4. 

17 Applicant’s Supplemental Response to Opposer’s First Set of Request for Admissions No. 

2; 30 TTABVUE 5 and 31 TTABVUE 5. 

18 Opposer’s witness testified that “Exhibit 19 [to the testimony declaration] comprises a 

webpage capture of the Applicant’s YouTube video that promotes the domain verifyhim.us as 

a location for “verification and safety purposes for women meeting with men they don’t know” 

and identifies downloadable software options via Google Play and the Apple App Store. I am 
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Opposer does not own a federal registration; as such, we cannot make any 

presumptions regarding channels of trade but must instead rely on the record 

evidence. The testimony and accompanying documentary evidence show that Opposer 

offers its software both as a service via its own direct business-to-consumer website 

as well as a downloadable app, and that both parties advertise on YouTube.19 

Further, the testimony and documentary evidence show that Applicant optimized her 

webpage and utilizes identical marketing language to reach the same consumers as 

Opposer.20 As such, the established, likely to continue trade channels directly overlap.  

This brings us to the classes of consumers. Based on the express language of 

Applicant’s identification as well as the testimony and evidence describing the nature 

of Opposer’s services, it is clear that both parties target as consumers women who are 

interested in their personal safety in the context of dating or meeting men.21  

Based on the foregoing, we find that Applicant’s app and Opposer’s software 

products and services are marketed in the same trade channels to the same classes 

of consumers. Thus, this third DuPont factor also favors a finding of likelihood of 

confusion. 

                                            
familiar with Exhibit 19 and know that its contents are authentic and accurate as of the 

exhibit’s print date.” Opposer’s Witness Declaration ¶ 15; 26 TTABVUE 6. 

19 Id. 

20 Id. at ¶ 19; 26 TTABVUE 6.  

21 Id. at ¶ 18 (Opposer’s target market are women “interested in personal safety”); 26 

TTABVUE 6. 
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 4. Actual Confusion  

This DuPont factor requires us to look at actual market conditions, to the extent 

there is evidence of such conditions of record. In re Guild Mortg. Co., 2020 USPQ2d 

10279, at *6 (TTAB 2020). “A showing of actual confusion would of course be highly 

probative, if not conclusive, of a high likelihood of confusion.” Gen. Mills, Inc. v. Fage 

Dairy Processing Indus. S.A., 100 USPQ2d 1584, 1603-1604 (TTAB 2011) (quoting 

Majestic Distilling, 65 USPQ2d at 1205).  

As noted above, the involved application was filed as intent-to-use under 

Trademark Act Section 1(b). Applicant has introduced no evidence of use of her mark 

but we can surmise from the record that Applicant has commenced use in interstate 

commerce.22 There is one reported instance of actual confusion in the record. 

Opposer’s witness testified that on “August 30, 2020, one of Opposer’s customers 

mistakenly downloaded and paid for the Applicant’s service and was disappointed 

with the service. This individual [then] created a support ticket through the Opposer’s 

support system specifically asking if the Opposer was the source of the Applicant’s 

software.”23 As documentary support, the witness submitted a copy of the customer’s 

support ticket and related attachments along with testimony that based on personal 

knowledge, the materials are “accurate and authentic.”24  

                                            
22 Id. at ¶¶ 10-12, 15, 18-20; 26 TTABVUE 5-6. 

23 Id. at ¶ 20 and Ex. 23 (customer support ticket and representative attachments to that 

support ticket); 26 TTABVUE 6, 27 TTABVUE 2-4. 

24 Id. 
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“The best evidence of likelihood of confusion is provided by evidence of actual 

confusion.” Exxon Corp. v. Texas Motor Exchange of Hous., Inc., 628 F.2d 500, 208 

USPQ 384, 389 (5th Cir. 1980). Opposer’s unchallenged testimony and documentary 

evidence is probative. However with just one instance of reported actual confusion in 

the record, this factor therefore weighs only slightly in favor of finding a likelihood of 

confusion. 

5. Applicant’s Intent 

Lastly, we consider Applicant’s intent in choosing her mark, and whether it 

reflects a bad-faith attempt to trade on Opposer’s goodwill in its mark. See, e.g., J & 

J Snack Foods v. McDonald’s, 932 F.2d 1460, 18 USPQ2d 1889, 1891 (Fed. Cir. 1991) 

(“Whether there is evidence of intent to trade on the goodwill of another is a factor to 

be considered[.]”); Jewelers Vigilance Comm., Inc. v. Ullenberg Corp., 853 F.2d 888, 7 

USPQ2d 1628, 1630 (Fed. Cir. 1988) (“proof of intent to trade on another’s goodwill” 

can provide “persuasive evidence of likelihood of confusion”). A party’s bad faith in 

adopting a mark is relevant to the thirteenth DuPont factor, which includes “any 

other established fact probative of the effect of use.” Quicktrip W., Inc. v. Weigel 

Stores, Inc., 984 F.3d 1031, 2021 USPQ2d 35, at *4 (Fed. Cir. 2021). Establishing bad 

faith requires a showing that the applicant intentionally sought to trade on the 

opposer’s good will or reputation. See Big Blue Prods. Inc. v. Int’l Business Machines 

Corp., 19 USPQ2d 1072, 1076 (TTAB 1991). 

Opposer’s witness testified that “Applicant developed, named, began marketing, 

and declared to the USPTO her sole rights to the name VERIFY HIM for verification 

software all while she was still a subscriber and user of the Opposer’s own VERIFY 

http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=26037258&fname=f2d_628_500&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=26037258&fname=uspq_208_384&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=26037258&fname=uspq_208_384&vname=ippqcases2
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=26037258&fname=bna_reporter_page_uspq_208_389&vname=ippqcases2
javascript:top.docjs.prev_hit(27)
javascript:top.docjs.next_hit(27)
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HIM branded verification software;” “that the Applicant’s website title, description, 

and keywords clearly came, root and branch, from the Opposer’s website––so much 

so that it even included the Opposer’s URL, typo and grammar errors;” and that 

Applicant falsely “stated, via podcast, that she had originated her Verify Him product 

and services to fulfill an unmet need for verification software.”25 

A finding of bad faith must be supported by evidence of an intent to confuse, 

rather than mere knowledge of another’s mark or even an intent to copy. See 

Quicktrip, 2021 USPQ2d 35, at *4 (citing Starbucks Corp. v. Wolfe’s Borough Coffee, 

Inc., 588 F.3d 97, 92 USPQ2d 1769, 1782 (2d Cir. 2009)). Opposer elected not to take 

the testimony of Applicant. As such, we have no direct evidence from Applicant 

regarding her intent in selecting her mark and website source code. Thus, despite 

Opposer’s testimony and documentary evidence (excluding any that may possibly be 

hearsay), the record before us falls short of supporting a finding of bad faith on the 

part of Applicant in adopting her applied-for mark. 

6. Balancing the DuPont Factors 

We have carefully considered all of the evidence made of record, as well as all of 

the arguments related thereto. The first, second, and third DuPont factors each weigh 

                                            
25 Id. at ¶¶ 23-25 and Exhibits 11-16 (Applicant’s and Opposer’s webpage descriptions and 

keywords), Exhibit 24 (Applicant’s February 2018 correspondence with the Opposer’s support 

team wherein she obtained a username and user id to access the Opposer’s VERIFY HIM 

branded verification software), Exhibit 25 (a data log showing the Applicant’s interactions 

with the software from March, 2018 through July 2020), and Exhibit 28 (selected excerpts 

from an April 2020 podcast, still published, wherein the Applicant, discussing the origin and 

development of her VERIFY HIM branded software, specifically states that “it took a lot 

longer than I expected, almost two years” and that “I came up with the idea in July/June of 

2018”); 26 TTABVUE 8, 28 TTABVUE 2-18, 27 TTABVUE 7-13, 20-22.  
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heavily in favor of finding a likelihood of confusion. The marks are virtually identical; 

Opposer’s software, whether offered as a downloadable app or as a software service, 

performs the same function as Applicant’s downloadable app for mobile phones. The 

apps are offered in the same trade channels and target the same classes of consumers 

– women seeking to check the trustworthiness of men they meet. The DuPont factor 

of actual confusion weighs slightly in favor of finding a likelihood of confusion. The 

thirteenth DuPont factor is neutral since in the absence of Applicant’s testimony we 

are unable to find bad faith on the part of Applicant in selecting her applied-for mark. 

Accordingly, we find that Opposer has proved its entitlement to a statutory cause 

of action, priority, and likelihood of confusion by a preponderance of the evidence.  

Decision: Opposer’s Section 2(d) claim is sustained. In view thereof, we need not 

reach Opposer’s claims of fraud and misuse of the federal registration symbol. See 

Weidner Publ’ns, LLC v. D&D Beauty Care Co., 109 USPQ2d 1347, 1361 (TTAB 2014) 

(Board, after sustaining opposer’s Section 2(d) claim, did not consider opposer’s 

dilution by blurring claim), appeal dismissed per stipulation, No. 14-1461 (Fed. Cir. 

Oct. 10, 2014);. See also Azeka Bldg. Corp. v. Azeka, 122 USPQ2d 1477, 1478 (TTAB 

2017) (Board has “discretion to decide only those claims necessary to enter judgment 

and dispose of the case” as its “determination of registrability does not require, in 

every instance, decision on every pleaded claim.”). 


