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Filing Date: April 5, 2019 

Publication Date: October 29, 2019 

OPENING BRIEF OF OPPOSER VERIFY HIM, LLC 

Pursuant to Trademark Rule 2.128 (37 C.F.R. § 2.128), Opposer Verify Him, LLC 

(“Verify Him”) submits this trial brief in support of its opposition to Applicant Jessica Lanning’s 

(“Applicant” or “Lanning”) application for the mark VERIFY HIM. 
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I. INTRODUCTION 

II. DESCRIPTION OF THE RECORD 

By operation of Trademark Rule 2.122, 37 C.F.R. § 2.122, the record includes the 

pleadings and orders in this proceeding, and the file history of the subject application.  

A. Evidence Submitted by Opposer Verify Him 

Verify Him offered the following additional evidence during its testimony period: 

• Trial Testimony Declaration of [ ] (“Opposer’s Rule 30(b)(6) Testimony), 

with Exhibits 1-33: 

o Public version [26-28 TTABVUE] 

o Confidential version [22-25 TTABVUE] 

• Opposer’s Notices of Reliance: 

o Verify Him’s First Notice of Reliance [29 TTABVUE] 

o Verify Him’s Second Notice of Reliance [30 TTABVUE] 

o Verify Him’s Third Notice of Reliance [31 TTABVUE] 

o Verify Him’s Fourth Notice of Reliance 

§ Public version [33 TTABVUE] 

§ Confidential version [32 TTABVUE] 

o Verify Him’s Fifth Notice of Reliance 

§ Public version [35 TTABVUE] 

§ Confidential version [34 TTABVUE] 

o Verify Him’s Sixth Notice of Reliance 

§ Public version [37 TTABVUE] 

§ Confidential version [36 TTABVUE] 
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B. Applicant Lanning did not Submit Evidence 

Lanning did not present any evidence during her testimony period. 

III. STATEMENT OF THE ISSUES 

Has Opposer Verify Him, LLC established prior use of the Applicant’s VERIFY HIM 

trademark and do the probative facts establish a likelihood of confusion between the Parties’ 

VERIFY HIM marks––or did the Applicant adopt its mark in bad-faith and with the intent to 

deceive the public and the PTO? 

IV. RECITATION OF THE FACTS 

A. Opposer’s Prior, Common Law Uses of the Mark 

Opposer, through its predecessors in interest, has owned and continually operated the 

domain Verifyhim.com since July 14, 2010. (Testimony of Opposer’s Rule 30(b)(6) (“Rule 

30(b)(6) Testimony”), ¶ 3 [26 TTABVUE 2]; Opposer’s Notice of Reliance, Ex. 1 [29 

TTABVUE]). Opposer has also owned and operated the domain verifyhimapp.com since 

September 9, 2015. Id. 

On April 15, 2011, Opposer, through its predecessors in interest, posted an online 

YouTube video advertising its on-demand software service to help women verify the 

trustworthiness of the men they meet. (Rule 30(b)(6) Testimony at ¶ 4 [26 TTABVUE 2]; 

Opposer’s Notice of Reliance, Ex. 2 [29 TTABVUE]). 

Opposer has continuously treated the term VERIFY HIM as a brand identifier for a 

software service that helps women verify the trustworthiness of the men they meet, since at least 

as early as November 13, 2010. (Rule 30(b)(6) Testimony at ¶ 5 [26 TTABVUE 3]; see also 

Opposer’s Notice of Reliance, Ex’s. 3-6 [29 TTABVUE]). For example, internet archives of the 

Opposer’s site display the following text: “Welcome to Verifyhim.com[.] Verifyhim.com is a 

verification tool for women to stay safe in the world of online dating. It’s a dangerous world out 
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there. Join Now! to avoid rapists, stalkers and fake sugar daddies.” (Id. at Ex’s 4 and 6; accord 

Id. at Ex’s 3-6 (“VerifyHim.com #1 Verification Site for Blacklist Database Instant 

Verification”); see also: 

Verifyhim.com’s mission is to provide a simple background check for 
people in the online dating community . . . The girls can use VerifyHim.com to 
check guys against a blacklist database as well as verifying their information 
through internet footprints . . . When you have a new date, please feel free to verify 
him with Verifyhim.com.  

 
(Id. at Ex. 5). 

“The Opposer’s mark is strong.” (Rule 30(b)(6) Testimony at ¶ 6 [26 TTABVUE 3]). 

“Opposer has used the Mark exclusively and continuously nationwide for approximately 10 

years, the Mark has benefitted from unsolicited media attention, Opposer has used the mark 

while providing relevant industry seminars and presentations, and subscriptions to software 

bearing the Mark have spread considerably within the Opposer’s target demographic.” Id. 

B. Applicant’s and Opposer’s VERIFYHIM Marks are Identical 

The Parties agree that their VERIFY HIM marks are identical in appearance, sound, 

connotation, and commercial impression. (Compare Rule 30(b)(6) Testimony at ¶ 7 [26 

TTABVUE 3] and Opposer’s Notice of Reliance, Ex. 7 RFA 1 [30 TTABVUE]). 

C. Applicant’s and Opposer’s Services are Virtually Identical 

The parties agree that their respective services are virtually identical, or at least they are 

very similarly related. (Compare Rule 30(b)(6) Testimony at ¶ 8 [26 TTABVUE 3] and 

Opposer’s Notice of Reliance, Ex. 8 RFA 2 [31 TTABVUE]).  

Specifically, the Parties admit that they each offer products or services that enable 

women to assess the safety of strangers via their domains: www.verifyhim.com and 

www.verifyhim.us, respectively. (Compare Rule 30(b)(6) Testimony at ¶ 9 [26 TTABVUE 3]) 
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and Opposer’s Notice of Reliance, Ex. 9 RFA 10 [31 TTABVUE]; cf. (Opposer’s Notice of 

Reliance, Ex. 1 [29 TTABVUE] and Id. at Ex. 10 [31 TTABVUE] (collectively establishing 

Lanning’s editorial control over the domain www.verifyhim.us.)). 

D. Applicant’s and Opposer’s Services Travel in the Same Channels of Trade 

Applicant has optimized her “verify him” branded domain to travel within the same 

channels of trade as that of the Opposer. (Rule 30(b)(6) Testimony at ¶¶ 10, 14 [26 TTABVUE 

3-4]). For example, Applicant has copied, verbatim, the title, description, keywords, typos, and 

grammar errors from the Opposer’s website source code. (Id. at ¶¶ 11-12 [26 TTABVUE 4]; 

see also Opposer’s Notice of Reliance, Ex’s. 11-17 [35 TTABVUE]). Thus, by copying the 

source code of Opposer’s website, Applicant has ensured that the services offered on the Parties’ 

respective websites will reach the same audiences. See, e.g., Opposer’s Notice of Reliance, Ex. 

18 [33 TTABVUE] (“Search engines can pick up [source-code] description[s] to show with the 

results of searches” . . . “[K]eywords . . . [i]nform[] search engines what the page is about . . . 

[and] to catalogize the page.”); accord Id., Ex. 28 at 47:19-47:23 [35 TTABVUE] (“I’m gonna 

do tons of promo on it so I’m sure you’ll see it everywhere.”)). 

The Parties specifically advertise their product/service via a promotional video on 

YouTube. (Compare Rule 30(b)(6) Testimony at ¶ 4 [26 TTABVUE 2] and Opposer’s Notice of 

Reliance, Ex. 2 [29 TTABVUE] (establishing Opposer’s YouTube video promotion) with Rule 

30(b)(6) Testimony at ¶ 15 [26 TTABVUE 2] and Opposer’s Notice of Reliance, Ex. 19 [33 

TTABVUE] (establishing Applicant’s YouTube video promotion)).  

Further, online businesses operating within dating and social introduction trade channels 

also often operate within verification and authentication trade channels. (Rule 30(b)(6) 

Testimony at ¶¶ 15-16 [26 TTABVUE 5]). For example, Hookapp, USPTO Reg. No. 87/459.299 
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claims “downloadable software”, “non-downloadable software”, “dating”, and “social 

introduction” services under the same mark and The Future of Identity, USPTO Reg. No. 

45/454,687 claims “downloadable software”, “non-downloadable software”. “verification”, and 

“authenticating” services under the same mark. (See Opposer’s Notice of Reliance, Ex’s. 20-21 

[33 TTABVUE]). 

E. Applicant and Opposer Market to the Same Classes of Buyers 

The Parties each market to consumers who are women that are interested in personal 

safety. (Compare Rule 30(b)(6) Testimony at ¶¶ 15-16 [26 TTABVUE 5] and Opposer’s Notice 

of Reliance Ex. 22 [35 TTABVUE 1, 29]. See also Opposer’s Notice of Reliance Ex. 28 [35 

TTABVUE 2, 31-32] (“Its called Verify Him, and its for . . . any women that are meeting with 

men they don’t know.”)). 

Further, the Parties “utilize identical marketing language addressed to an identical 

audience.” (Rule 30(b)(6) Testimony at ¶ 19 [26 TTABVUE 5]. See also supra Part IV.D). 

F. Opposer’s Purchasers have been Actually Confused by Applicant’s Use of the Mark 

On August 30, 2020, one of Opposer’s customers downloaded and paid for the 

Applicant’s service, was disappointed with the service, and created a support ticket through the 

Opposer’s support system specifically asking if the Opposer were the source of the Applicant’s 

software. (Rule 30(b)(6) Testimony at ¶ 20 [26 TTABVUE 6]; accord Id. at Ex. 23). 

G. Applicant’s Intentionally False Declarations Misled the USPTO 

Applicant’s USPTO Examiner allowed her application to publish for public opposition at 

least partly in reliance on the Applicant’s April 2019 declaration that no other entity had the right 

to use “Verify Him” in a similar manner. (See Opposer’s Notice of Reliance Ex. 26 [37 

TTABVUE 3, 28]). However, Applicant made this statement while as an active “subscriber, 
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user, and imitator of the Opposer’s VERIFY HIM branded software” and services. (Rule 30(b)(6) 

Testimony at ¶ 26 [26 TTABVUE 9].  

Specifically, at the time of the Applicant’s false USPTO declarations the Applicant: (1) 

had interacted with the Opposer’s software as a registered user for over two years; and (2) the 

Applicant had designed her website to match, verbatim, the title, description, and keywords from 

Opposer’s website such “that it even included the Opposer’s URL, typo and grammar errors”. 

(See generally Id. at ¶¶ 21-28 [26 TTABVUE 7-9] and accompanying exhibits 11-18, 24-33 [37 

TTABVUE 2-45]). 

H. Applicant Deliberately and Intentionally Deceives the Public 

For six months after filing its application, Applicant affixed the federal registration 

® symbol to its website and marketing until Opposer identified this misuse before this board. 

(Compare Id. at ¶ 27 and accompanying exhibits 29-31, 33 [37 TTABVUE 36-40, 44-45] with 

Opposer’s Original Petition ¶¶ 7, 15-18 [1 TTABVUE 4]). 

However, even after removing the federal registration symbol, Applicant, by counsel, has 

continued to publicly assert, without basis or evidence, that it owns and exercises control over 

the phrase VERIFY HIM. (See Opposer’s Notice of Reliance, Ex. 27 VH0041-VH0042 [37 

TTABVUE 30-31] (explicitly stating that Applicant has won this opposition and implying that 

Opposer, rather than Ms. Lanning had improperly used the trademark symbol.); accord Id. at Ex. 

33 [37 TTABVUE 45]). 

Ms. Lanning likewise continues to publicly assert that she conceived of and originated 

VERIFY HIM branded software for helping women assess the safety of strangers they meet. (See 

generally Id. at Ex. 28 [37 TTABVUE 33-34]; accord Id. at Ex. 33 [37 TTABVUE 45]). Ms. 

Lanning intentionally makes these public statements fully knowing that they are false. (See, e.g., 
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supra Part IV.G. (showing that Ms. Lanning named and modeled her products and services after 

those of the Opposer)). 

V. ARGUMENT 

A. Opposer is Entitled to a Statutory Cause of Action and has Stated Valid Grounds 

“Any person who believes it is or will be damaged by registration of a mark has an 

entitlement to bring a statutory cause of action (previously referred to as ‘standing’) to file a 

complaint.” (TBMP § 309.03(b)). 

To “bring or maintain a statutory cause of action: a party must demonstrate (i) an interest 

falling within the zone of interests protected by the statute, and (ii) proximate causation.” (Id. 

(citing Lexmark International, Inc. v. Static Control Components, Inc., 572 U.S. 118, 109 

USPQ2d 2061 (2014))). 

“[D]emonstrating a real interest in opposing or cancelling a registration of a mark 

satisfies the zone-of-interests requirement, and demonstrating a reasonable belief in damage by 

the registration of a mark demonstrates damage proximately caused by registration of the mark.” 

(Id.). “Prior use of a confusingly similar mark” is sufficient to establish entitlement to a statutory 

cause of action. (Id. See also Id. at n.13). 

“If a plaintiff can show an entitlement to a statutory cause of action on one ground, it has 

the right to assert any other grounds in an opposition or cancellation proceeding.” (Id.) 

“In addition to an entitlement to a statutory cause of action, a plaintiff must also plead 

(and later prove) a statutory ground or grounds for opposition or cancellation.” (TBMP § 

309.03(c)(1)). “A Plaintiff may raise any available statutory ground for opposition . . . that 

negates the defendant’s right to registration.” Id. 

Here, Opposer has pled: (1) a likelihood of confusion with its prior use rights pursuant to 

§ 2(d) of the Trademark Act; and (2) improper use of the federal registration ® symbol pursuant 
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to TMEP §906.04. (See, e.g., [1 TTABVUE]). On June 3, 2020 this Board ruled that the Opposer 

had standing to assert these claims and that they were sufficiently pled. (See generally [13 

TTABVUE]). And because Applicant has neither asked for nor provided this Board with the 

evidence or incentive to revisit this issue, Opposer is entitled to a statutory cause of action and 

has stated valid grounds. 

B. Applicant’s Mark is Likely to be Confused with Opposer’s Prior Use of the Mark 

“Pursuant to Trademark Act § 2(d), 15 U.S.C. § 1052(d), plaintiff must assert, and then 

prove at trial, that defendant’s mark, as applied to its goods or services, so resembles plaintiff’s 

previously used or registered mark or its previously used trade name as to be likely to cause 

confusion, mistake, or deception.” (TBMP 309.03(c)(2) (citing 15 U.S.C. § 1052(d))). 

1. Opposer is the Prior User of the Mark 

“A plaintiff must plead (and later prove) priority of use.” (TBMP 309.03(c)(2)(A)). “In 

order to properly assert priority, a plaintiff must allege facts showing proprietary rights in its 

pleaded mark that are prior to defendant’s rights in the challenged mark.” (Id.). “Such rights may 

be shown by, for example, . . . prior use analogous to trademark or service mark use.” (Id.). 

“Oral testimony [or in this case, testimony in a written declaration], if sufficiently 

probative, is normally satisfactory to establish priority of use in a trademark proceeding.” 

(Powermatics, Inc. v. Globe Roofing Prods. Co., 341 F.2d 127, 144 USPQ 430, 432 (CCPA 

1965); see also Coach Builders, Inc. v. SPV Coach Co., 123 USPQ2d 1175, 1184 (TTAB 2017) 

(testimony of a single witness may suffice to establish priority of use); Nat’l Bank Book Co. v. 

Leather Crafted Pros., Inc., 218 USPQ 826, 828 (TTAB 1993) (acknowledging that oral 

testimony may be sufficient to prove the first use of a Party’s mark when it is based on personal 

knowledge, it is clear and convincing, and it has not been contradicted)).	
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Here, the testimony and supporting evidence of Opposer’s Rule 30(b)(6) representative 

shows that, but for the Applicant’s relatively recent efforts to create and profit from confusion, 

Opposer has continuously and exclusively used the VERIFY HIM mark in US commerce since at 

least July 14, 2010, approximately 9 years earlier than any first use date upon which Applicant 

Ms. Lanning’s Section 1(b) Application can rely. 

This testimony is clear and convincing and it has not been contradicted. Therefore, the 

Board should accept the testimony as probative and persuasive and rule that Opposer has prior 

use of the VERIFY HIM mark over any use asserted by Plaintiff. 

2. The Probative Facts in Evidence Establish a Likelihood of Confusion 

Determination under Section 2(d) is based on an analysis of all the probative facts in 

evidence that are relevant to the factors bearing on the likelihood of confusion. (In re E. I. du 

Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973) (“DuPont”) (cited in 

B&B Hardware, Inc. v. Hargis Indus., Inc., 113 USPQ2d at 2049); see also In re Majestic 

Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 2003)). 

“In discharging this duty, the thirteen DuPont factors ‘must be considered’ ‘when [they] 

are of record.’” (In re Guild Mortg. Co., 912 F.3d 1376, 129 USPQ2d 1160, 1162 (Fed. Cir. 

2019) (quoting In re Dixie Rests. Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997) 

and DuPont, 177 USPQ at 567)). “Not all DuPont factors are relevant in each case, and the 

weight afforded to each factor depends on the circumstances. Any single factor may control a 

particular case.” (Stratus Networks, Inc. v. UBTA-UBET Commc’ns Inc., 955 F.3d 994, 2020 

USPQ2d 10341, at *3 (Fed. Cir. 2020) (citing Dixie Rests., 41 USPQ2d at 1406-07)). “Each case 

must be decided on its own facts and the differences are often subtle ones.” (Indus. Nucleonics 

Corp. v. Hinde, 475 F.2d 1197, 177 USPQ 386, 387 (CCPA 1973)).  
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In any likelihood of confusion analysis, two key considerations are the similarities 

between the marks and the similarities between the goods or services. (See In re Chatam Int’l 

Inc., 380 F.3d 1340, 71 USPQ2d 1944, 1945-46 (Fed. Cir. 2004); Federated Foods, Inc. v. Fort 

Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundamental inquiry 

mandated by § 2(d) goes to the cumulative effect of differences in the essential characteristics of 

the goods and differences in the marks.”). See also In re i.am.symbolic, llc, 866 F.3d 1315, 123 

USPQ2d 1744, 1747 (Fed. Cir. 2017) (“The likelihood of confusion analysis considers all 

DuPont factors for which there is record evidence but ‘may focus . . . on dispositive factors, such 

as similarity of the marks and relatedness of the goods.’”) (quoting Herbko Int’l v. Kappa Books, 

Inc., 308 F.3d 1156, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002))). 

i. The Proposed Mark is Identical to the Opposer’s Mark 

To determine likelihood of confusion, this Board must consider the similarity or 

dissimilarity of the marks in their entireties as to appearance, sound, connotation, and 

commercial impression. [DuPont, 177 USPQ at 567]. “Similarity in any one of these elements 

may be sufficient to find the marks confusingly similar.” [In re Inn at St. John’s, LLC, 126 

USPQ2d 1742, 1746 (TTAB 2018), aff’d mem., 777 F. App’x (Fed. Cir. 2019); In re Davia, 110 

USPQ2d 1810, 1812 (TTAB 2014); accord Krim-Ko Corp. v. Coca-Cola Bottling Co., 390 F.2d 

728, 156 USPQ 523, 526 (CCPA 1968) (“It is sufficient if the similarity in either form, spelling 

or sound alone is likely to cause confusion.”) (citation omitted)]. 

“The proper test is not a side-by-side comparison of the marks, but instead ‘whether the 

marks are sufficiently similar in terms of their commercial impression’ such that persons who 

encounter the marks would be likely to assume a connection between the parties.” (Coach Servs. 

Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012); see 

also Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 103 
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USPQ2d 1435, 1440 (Fed. Cir. 2012); San Fernando Elec. Mfg. Co. v. JFD Elec. Components 

Corp., 565 F.2d 683, 196 USPQ 1, 3 (CCPA 1977); Spoons Rests. Inc. v. Morrison Inc., 23 

USPQ2d 1735, 1741 (TTAB 1991), aff’d mem., 972 F.2d 1353 (Fed. Cir. 1992)). 

The proper focus is on the recollection of the average customer, who retains a general 

rather than specific impression of the marks. (Geigy Chem. Corp. v. Atlas Chem. Indus., Inc., 438 

F.2d 1005, 169 USPQ 39, 40 (CCPA 1971); L’Oreal S.A. v. Marcon, 102 USPQ2d 1434, 1438 

(TTAB 2012); Winnebago Indus., Inc. v. Oliver & Winston, Inc., 207 USPQ 335, 344 (TTAB 

1980); Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975)). 

And here, because the relevant goods and services are software verification services for 

women meeting men, without restrictions as to channels of trade or classes of consumers, the 

average such customer is an ordinary consumer. 

Applicant’s proposed mark is the wording “Verify Him” in standard characters. 

Opposer’s mark is the wording “Verify Him” in standard characters. The Parties agree that 

these marks are identical in appearance, sound, and meaning. They likewise “have the potential 

to be used . . . in exactly the same manner.” (In re i.am.symbolic, llc, 116 USPQ2d 1406, 1411 

(TTAB 2015), aff’d, 866 F.3d 1315, 123 USPQ2d 1744 (Fed. Cir. 2017). 

Because both marks are in standard characters, there is no difference in the display of the 

wording. A mark in typed or standard characters may be displayed in any lettering style; the 

rights reside in the wording or other literal element and not in any particular display or rendition. 

(See In re Viterra Inc., 671 F.3d 1358, 1363, 101 USPQ2d 1905, 1909 (Fed. Cir. 2012); In re 

Mighty Leaf Tea, 601 F.3d 1342, 1348, 94 USPQ2d 1257, 1260 (Fed. Cir. 2010); 37 C.F.R. 

§2.52(a); TMEP §1207.01(c)(iii)). 
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Thus, because they are identical, these marks are likely to engender the same connotation 

and overall commercial impression when considered in connection with Applicant’s and 

Opposer’s respective goods and/or services. (Id.). 

ii. The Parties’ Goods, Services, and Trade Channels are Identical 

Where the marks of the Parties are identical or virtually identical, as in this case, the 

degree of similarity or relatedness between the goods and/or services needed to support a finding 

of likelihood of confusion declines. (See In re i.am.symbolic, llc, 116 USPQ2d 1406, 1411 

(TTAB 2015) (citing In re Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 

1993)), aff’d, 866 F.3d 1315, 123 USPQ2d 1744 (Fed. Cir. 2017); TMEP §1207.01(a)). 

Further, in assessing the goods and services of the parties, they need not be identical or 

even competitive to find a likelihood of confusion. (See On-line Careline Inc. v. Am. Online Inc., 

229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 

1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000); TMEP §1207.01(a)(i)). The respective 

goods or services need only be “related in some manner and/or if the circumstances surrounding 

their marketing are such that they could give rise to the mistaken belief that [the services] 

emanate from the same source.” (Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 

1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 

1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i)). 

Applicant’s goods are “[d]ownloadable computer application software for mobile phones, 

namely, software for verification and safety purposes for women meeting with men they don't 

know” in Class 009. Opposer’s services are “non-downloadable online software for verification 

and safety purposes for women meeting with men they don’t know” in class 009. 

Because there are no additional limitations or restrictions in Applicant’s description of 

services this Board must presume that Applicant’s software verification service is offered in all 
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channels of trade that would be normal for such services, and that they would be purchased by all 

potential customers. (See Citigroup Inc. v. Capital City Bank Grp. Inc., 637 F.3d 1344, 98 

USPQ2d 1253, 1261 (Fed. Cir. 2011); CBS Inc. v. Morrow, 708 F.2d 1579, 218 USPQ 198, 199 

(Fed. Cir. 1983)). This would include the channels of trade and classes of consumers for 

Plaintiff’s verification services.  

Further, the evidence of record here shows that: (1) the Parties agree their respective 

services are virtually identical; (2) Applicant has openly expressed her intent to market the name 

“everywhere”; (3) the Parties each advertise on YouTube with links to their respective websites; 

(4) Applicant specifically copied, verbatim, Opposer’s website source code that would be 

accessed by internet search and index browsers; and (5) dating, social introduction, and 

verification services are known to be offered pursuant to both downloadable and non-

downloadable software. 

Accordingly, this Board should find a likelihood of confusion because the Parties use 

identically named marks for software services that feature the same verification capabilities and 

are distributed via the same trade channels. 

More specifically, given the overall similarity of the marks and the relatedness of the 

goods and services as identified in the application and Opposer’s evidence, purchasers who 

encounter the marks of Applicant and Opposer are likely to mistakenly believe that the goods 

and services originate from the same source. (See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 

USPQ2d 1687, 1690 (Fed. Cir. 1993) (holding that the overriding concern is not only to prevent 

buyer confusion as to the source of the goods and/or services, but to protect the Opposer from 

adverse commercial impact due to use of a similar mark by a newcomer.). 
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iii. Opposer has Shown Evidence of Actual Consumer Confusion Arising 
from Applicant’s Adoption of the Mark 

“A showing of actual confusion would of course be highly probative, if not conclusive, of 

a high likelihood of confusion.” (Gen. Mills, Inc. v. Fage Dairy Processing Indus. S.A., 100 

USPQ2d 1584, 1603-1604 (TTAB 2011)). 

Here, Opposer has provided evidence of at least one customer that was specifically 

confused as to the source of his software purchase when, as a preexisting customer of the 

Opposer, he downloaded the Applicant’s service and, disappointed with the service, created a 

support ticket through the Opposer’s support system. 

Succinctly stated, this individual purchased the Applicant’s software while under the 

impression that it was the Opposer’s, and even if this Board does not treat this evidence as 

dispositive it is as least highly probative that the Applicant’s use of the mark is likely to cause 

confusion. 

iv. Applicant has Exhibited a Pattern of Bad-Faith Intent to Profit from 
Opposer’s Goodwill 

“[P]roof of intent to trade on another’s goodwill” can provide “persuasive evidence of 

likelihood of confusion.” (Jewelers Vigilance Comm., Inc. v. Ullenberg Corp., 853 F.2d 888, 7 

USPQ2d 1628, 1630 (Fed. Cir. 1988)). 

“Bad faith is strong evidence that confusion is likely, as such an inference is drawn from 

the imitator’s expectation of confusion.” (Edom Labs., Inc. v. Licther, 102 USPQ2d 1546, 1553 

(TTAB 2012) (citing L.C. Licensing Inc. v. Berman, 86 USPQ2d 1883, 1891 (TTAB 2008)). 

Bad faith is found where the Applicant took “affirmative steps to cause confusion and to 

associate” its mark with the Opposer’s. (Id.). 

Here, Opposer’s relevant evidence includes: 

• Applicant’s USPTO declarations claiming exclusive rights to the name, despite–– 
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o Applicant’s then-active, two-year membership as a registered user of the 

Opposer’s identically branded software; 

o Applicant’s verbatim imitation of the title, description, keywords, typo, 

and grammar errors from the Opposer’s website which she had coded 

and programmed while maintaining her active, two-year subscription to 

the Opposer’s identical service; 

• Applicant’s reckless and false public statements causing confusion, such as–– 

o A still active blog publication by counsel making objectively false 

assertions that Applicant has won this opposition and that the Opposer has 

misused the federal registration ® symbol; 

o A still active interview, recordings, and summaries repeatedly asserting 

that Applicant independently conceived of and originated VERIFY HIM 

branded software without any mention or credit to her multi-year 

subscription to Opposer’s identically branded service; and 

• Applicant’s six-month misuse of the federal registration ® symbol. 

Opposer submits that, considering the nature, breadth, and extent of this evidence, that 

Applicant, a clear imitator of Opposer’s mark and services, likely expected consumer confusion. 

This Board may therefore strongly infer a likelihood of confusion arising from the overwhelming 

evidence of Applicant’s bad faith intent to profit from such confusion. 

C. Applicant Misused the Federal Registration Symbol with the Intent to Deceive 

“The improper use of a registration notice in connection with an unregistered mark, if 

done with intent to deceive the purchasing public or others in the trade into believing that the 

mark is registered, is a ground for denying the registration of an otherwise registrable mark.” 
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(See Copelands’ Enters., Inc. v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295, 1298 (Fed. Cir. 

1991)). 

“Intent to deceive can be inferred from the totality of the circumstances, including 

reckless disregard”, which may be “a proxy for intent”. Further, because the USPTO “cannot 

actively investigate the truth or falsity of individual declarations” and the USPTO and public 

“must be able to rely on such declarations” an Applicant’s reckless disregard as to the truth of its 

sworn declarations can justify a finding by this Board that the Applicant “had the specific intent 

to deceive”. 

Opposer has shown supra that Applicant––while as an active, two-year subscriber of 

Opposer’s VERIFY HIM branded service––created an identically branded service and applied for 

federal registration by recklessly and falsely declaring that no other entity had a valid claim to 

the mark.  

Applicant then recklessly and improperly affixed the federal registration ® symbol to her 

marketing and intentionally copied the source-code for Opposer’s Verify Him branded website 

so thoroughly that she included the Opposer’s own URL, typos, and grammar errors.  

And although Applicant eventually removed the federal registration ® symbol from her 

marketing, she only did so after Opposer raised the issue before this Board. And even then, she 

permitted her counsel to publish a blog article––which is still live––asserting that she had won 

this Opposition and that the Opposer, rather than the Applicant, had misused the ® symbol.  

Even now, despite all evidence to the contrary, Applicant recklessly maintains the 

objectively false public position that she, rather than Opposer, originated the idea for VERIFY 

HIM branded verification software. 
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Thus, when considering the totality of the circumstances, Applicant’s bad-faith intent to 

create and profit from consumer confusion, and this Board’s charge that “reckless disregard” is a 

“proxy for intent”, Opposer respectfully submits that the preponderance of the evidence clearly 

shows Applicant misused the federal registration ® symbol with the specific intent to deceive. 

VI. CONCLUSION 

Applicant has not presented any evidence to refute the Opposer’s substantial 

documentation that shows that: (1) the Opposer has priority in the VERIFY HIM mark; (2) the 

Applicant’s actions indicate an intent to defraud the PTO and the public; (3) Applicant’s actions 

have caused actual consumer confusion as to the source of the Parties’ respective VERIFY HIM 

branded products and services. Therefore, the Applicant’s registration attempts should be denied. 
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